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Abstract

The EU-Korea Free Trade Agreement (FTA) entereal fimtce in July 2011 and the adequate
and efficient protection of IPRs was included amdsgbjectives. The bilateral obligations
of the parties are described in detail in Chapfethkreof.

The US-Korea (KORUS) FTA became effective on"1larch 2012. The provisions
addressing Intellectual Property Rights constitiite extensive Chapter 18 thereof. Both
FTAs were referred to as a milestone in negotiatprgferential trade agreements in
signatories’ trade policies.

As oppose to the GATT and the GATS AgreementsTRE’S Agreement does not allow for
exceptions from the non-discrimination principlehefefore, parties to preferential trade
agreements are in accordance with the most-favooation (MFN) principle bound by all
provisions governing the IPRs towards all Membédithe WTO.

The aim of this paper is to analyse, compare amdrast the provisions of both FTAs — EU-
Korea and the KORUS — governing the IPRs, foremostomparison with the TRIPS
Agreement as well as, complementarily, with oth€A® concluded by the signatories, with
regard to the most-favoured nation principle.

Consequently, this comparison serves as a basishéorfollowing debate concerning the
differences as well as shared interests of the EdJthe USA in the field of IPRs in the on-
going negotiations of preferential trade treatiesl,apotentially, also in the field of the
multilateral trading system. Therefore, it congétia stepping stone for the analysis of shared
or potentially controversial issues in the onganegotiations of the TTIP Agreement.

Key words: Preferential Trade Agreements, PTAs, Free Tradeeéygent, FTAs, Trade
Policy, EU, USA, South Korea, Intellectual PropeRights. Non-discrimination principle,
Most-favoured nation principle, MFN.

Introduction

The intellectually property rights (IPRs) representmeans to protect innovative
achievements of entrepreneurs. They cover thewollp categories: copyright, including
copyright in computer programs and in databased, ratated rights; the rights related to
patents; trademarks; service marks; designs; layesigns (topographies) of integrated
circuits; geographical indications; plant varietiaad protection of undisclosed informatfon.
This article focuses on industrial rights. Indwstrrights constitute a subcategory to
intellectual property rights and include patentdity models, industrial designs, trademarks,
service marks, trade names, indications of soura@ppellation of origin, and the repression

! This article has been created under the reseamnjbcp F2/103/2014 ,Inovace a internacionaliz&eskych
podnikatelskych subjekt at the University of Economics, Prague.

2 There are various systems of classifying the liextahal property rights, for the purpose of thiticke, the
classification used in the EU-Korea FTA (Article.2Dhas been used.
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of unfair competitior?. The legal regulation of intellectual property figlis incorporated in
the TRIPS Agreement, which represents one of fowha@iocuments of the World Trade
Organisation (WTO), providing for the minimum standl of protection of trade-related
aspects of intellectual property rights &®bvéa, L. et al., 2013). Generally, IPRs are
conceived as an incentive to produce socially dbirnew innovations (Greenhalgh, Ch.;
Rogers, M., 2010). However, protecting IPRs alsy mlgao lead important costs, including
for example public health, food security and adtiure, biodiversity, traditional knowledge,
access to information or costs resulting from ¢éngad monopoly on knowledge (UNCTAD,
2010). The IPRs protection is based on a prinaypleerritoriality. Therefore, the protection
and application of specific legal conditions araited by borders of a sovereign country. As
IPRs serve as a business tool which shall pronmsteviation across boundaries, there is an
aim to approximate the protection by means of nadtral treaties — the TRIPS Agreement
devoted to the trade-related aspects of IPR pioteeind treaties administered by the World
Intellectual Property Organisation (WIPOAt the same time, IPRs have become increasingly
included also in Preferential Trade Agreements (B TAR. Valdes and R. Tavengwa, 2012).

South Korea has not been actively engaged in bdlater regional trading
arrangements until the 1990s (Y. Lee, 2007). In320@ South Korean government launched
its Free Trade Agreement (FTA) Roadmap. Consequeat of May 2013, Korea has
concluded FTAs with Chile, Singapore, EFTA, ASEANdia, Peru, the EU and the USA
(MOFA, 2013).

The EU-Korea Free Trade Agreement (FTA) entered fotce in July 2011. It is
described as the first of the new generation ageeésnconcluded under the EU's 2020
Strategy, which govern complex aspects of bilataade including, inter alia, the issue of
intellectual property rights (IPRs). Adequate arfficient protection of IPRs was included
among the objectives of the EU-Korea FTA. The bilak obligations of the parties are
described in detail in Chapter 10 thereof.

The US-Korea (KORUS) FTA became effective off' March 2012. The provisions
addressing Intellectual Property Rights constitheeextensive Chapter 18 thereof. Similarly,
this FTA was referred to as a milestone in negotgpreferential trade agreements in the US
trade policy. Consequently, both treaties conclutbetiveen these leaders in high-tech
industry, have been described as a significantstaoitee providing for inspiration for possible
future PTAs, including ongoing negotiations of tfeansatlantic Trade and Investment
Partnership (TTIP) between the EU and USA.

Methodology

This paper is based on the comparison of the wgsdof the KORUS FTA signed by
the USA and South Korea with the EU-Korea FTA. Bo#aties are further reflected towards
the TRIPS Agreement. The analysis also considergdlated background materials of the
European Commission referring to motivation aneresf of the EU, as well as background
materials of the Office of the United States Tr&dgpresentative and the Ministry of Foreign
Affairs of South Korea. The treaties were chosegsebdaon the significance of the given
signatories in international trade and due to tet fhat they all provide for an extensive
regulation of the IPRs.

The aim of this paper is to scrutinize and clasBigs provisions incorporated in the
stated preferential trade agreements (PTAs) whidhbased on the reflection of the TRIPS
Agreement, serve as a basis for a discussion ofdieeof IPRs in further negotiations of
PTAs.

® This classification follows the Art.1(2) of the i&Convention.
4 The overview of the WIPO-Administered Treatiesaigilable at the WIPO website, cited in the Resesirc
WIPO, 2014.
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The paper is divided into three parts. The firstt garovides for a theoretical
background focusing on the non-discrimination gptecin the WTO law and, specifically,
the TRIPS Agreement. The second part scrutinises aompares the relevant specific
provisions of the given FTAs. As in R. Valdes andTRvengwa (2012), IPRs provisions are
divided based on their subject-matter. Therefohe article focuses separately on the
following categories: trademarks, patents, geogcaplndications, pharmaceutical products
and medical devices, enforcement and other prowsi(referral to other multilateral
agreements, plant breeders’ rights and new plamgties and traditional knowledge, folklore
and genetic resources). The concluding part aimast&ess the potential impact of the
scrutinized agreements on current and future natjmis of PTAS, including the ongoing
negotiations of the TTIP Agreement between the Btlthe USA.

Non-discrimination principle

The non-discrimination principle is the underlyipgnciple in multilateral trading
system and in the World Trade Organisation (WT@plesystem. It consists of two parts:
national treatment and most-favoured nation (MFMNuse, reflected also in the TRIPS
Agreement (Art. 3, resp. Art. 4 TRIPS). If a memlbérthe WTO concludes a preferential
trade agreement (PTA), they depart from the MFNgiple, as they allow for a better
treatment of the signatory/signatories comparectiher WTO members. This departure from
the underlying non-discrimination principle is pibés due to exceptions incorporated in the
General Agreement on Tariff and Trade (Art. XXIV GR) and the General Agreement on
Trade in Services (Art. V GATS). Similarly, disciimatory treatment is allowed under the so
called Enabling ClauseHowever, as oppose to the GATT and GATS, the BRAgreement
fails to provide for exceptions for PTAs.

Both the KORUS Agreement and the EU-Korea Agredrmaiude a separate chapter
devoted to IPRs incorporating an extensive regutadif the topic, confirming the observation
made by R. Valdés and R. Tavengwa (2012), spetifikRs are more common in PTAs
involving developed economies.

EU — South Korea Free Trade Agreement

On 239 April 2007 the Council authorised the European @ussion to negotiate an
FTA with the Republic of Korea (also referred to“&®rea” or “South Korea”). The EU-
Korea FTA) was signed orf"&@ctober 2010 (Horng Der-Chin, 2012) and enter¢al force
in July 2011 (EC Trade, 2014). It is consideredbacthe first FTA among the so called new
generation of FTA initiated by the EU after thergnhto the force of the Lisbon Treaty. The
Lisbon Treaty, which came into effect ofi December 2009, resulted in significant changes
in the European Common Commercial Policy (CCP)orP T December 2009, the trade
policy was under the so called mixed competencaghwrequired ratification of all Member
States (Srbova, L.; 2011), nowadays the CCP, including tEd of trade-related spaects of
IPRs, falls among exclusive policies. Simultanepuslis for the EU the first FTA concluded
with an Asian country.

The EU-South Korea FTA involves elimination of tiiin a step-by-step manner on
both industrial and agricultural goods (even thowgime of the agricultural products are
excluded), as well as elimination of non-tariff reeees. Nevertheless, the Agreement also
governs provisions on services, investment, comipefigovernment procurement as well as
IPRs (EC Trade, 2014). The aim to adequately afettefely protect IPRs is also mentioned
among the objectives of the EU-Korea FTA enumeratedirt. 1.1. According to the
European Commission (EC), protection and enforcérérnPRs are crucial for the EU's

® Decision on Differential and More Favourable Tneant Reciprocity and Fuller Participation of Deygtay
Countries; in WTO, 2014.
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ability to stimulate innovation and to compete lie global economy (EC Trade: Intellectual
Property, 2013).

Initially, the EU and South Korea signed the FrameéwAgreement on 10 May
2010, which covers not only economic, but also tmali, social or cultural cooperation,
thereby launching a strategic partnership. It isomararching political agreement which is
linked to the FTA concluded in 2011 (EC Trade, 201Hor a broader context of the
contractual relations of the EU and South Koreaddrrison et al. (2013) provide for an
overview of all relevant treaties concluded by ehpartners. The implementation of the EU-
Korea FTA is overseen by committees which repora tdoint Trade Committee chaired by
the EU Commissioner for Trade and the Korean Memisor Trade (EU External Action,
2014).

IPRs are governed by the separate Chapter 10 ofEth&orea Agreement. As
highlighted by L. Sirbovéa (2011), concerning the IPRs, the EU-SouthteldfTA reflects the
EU interests, as it contains e.g. extension ofpttent protection period for pharmaceuticals
by means of Supplementary Protection Certificades] protection of so called undisclosed
information (see further below).

Pursuant to Article 6.11 g) EU-Korea FTA, both sitpries undertake to commit to
promoting strong and efficient intellectual progeights enforcement by customs authorities,
regarding imports, exports, re-exports, transanshipments and other customs procedures,
and in particular as regards counterfeit goods. FAé& expressly refers to the TRIPS
Agreement, as the provisions of the concluded Fii&llscomplement and specify the rights
and obligations between the Parties under the TRIigt8ement (Art. 10.2).

As outlined above, this paper focuses on the arsabfsndustrial rights. However, the
EU-Korea FTA has also reached agreement on impoptavisions regarding copyright. It
provides for example for protection of authors’ wdor duration of 70 years after the death
of the author and the right to a single equitablauneration for performers and producers of
phonograms (EC: The EU-Korea Free Trade Agreenmemitactice, 2011).

The USA — South Korea Free Trade Agreement

The FTA concluded between the USA and South Koseaften referred to as the
KORUS FTA (J. Robertson, 2012). It was viewed asignificant milestone in not only
economic, but also political and security aspeétthe US-South Korean relationship. The
negotiations started in 2004 in Chile (Y. Lee, 200re deal was concluded on"30une
2007 in a time press caused by the deadline ofRhst-track” trade promotion authority at
the U.S. side (Robertson, 2012). Afterwards, it waagegotiated, as the USA requested to re-
open some of the chapters. Oh Becember 2010, a supplementary agreement wasegach
(U.S.-Korea Connect, 2010). It entered into fornel8" March 2012.

The FTA process has become for the US governfileatprincipal process which the
IPR-based industries are able to ensure that thaddrds of protection and enforcement keep
pace with new developmentgITAC-15, 2007) As expressly mentioned in the Repbithe
Industry Trade Advisory Committee on Intellectuabperty Rights, the FTAs are generally
considered by the USA as a means to raise a Iéyebtection and enforcement nationally as
well as globally. More specifically, the USA aints incorporate into the FTAs not only the
substantive but also enforcement obligations (ITE;2007).

According to the U.S. department of Commerce, ietthal property accounts for
more than half of all U.S. exports, helping drive gercent of U.S. growth (U.S.-Korea
Connect, 2010). As far as IPRs provisions are ameck the FTAs negotiations of the USA
are based on a model FTA intellectual property, textich has been developed through the
course of negotiations of eleven previous FTAs @FR5, 27th April 2007). Within the
organisational pattern of the U.S. trade police thdustry Trade Advisory Committee on
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Intellectual Property Rights (ITAC-15) is mandatedprovide policy and technical advice,
information and recommendations on trade-relateRsIPnatters. It continues with this
practice after its predecessor committee IFAC-RQTL5, 27th April 2007). ltReport to the
President, the Congress and the US Trade Reprdsenian the U.S. — Korea Free Trade
Agreemenbffers an assessment of the results negotiatetebatthe USA and South Kor@a.
Generally, the Committee was of the opinion that ititellectual property provisions of this
agreement were very strong. Moreover, the Advisooynmittee considered the agreed deal
as broadly consistent with the negotiating goals alnjectives contained in the Trade Act of
2002. On the other hand, ITAC-15 in its Reportsdesl the importance to observe whether
South Korea implemented its obligations in its ol legislation, emphasizing the critical
need to carefully review it to ensure that no FTfiees into force until full compliance is
achieved. Accordingly, it is of the opinion thaetblntry into force might be even postponed
until the full compliance of national legislationtlvobligations in a given FTA is achieved.

The FTAs have become the most important tool faderpolicy with regard to trade-
related aspects of intellectual property rightsafTis related also to a current failure of the
ACTA Agreement. The ACTA (Anti-Counterfeiting Tradeggreement) is a multilateral trade
agreement. The wording was concluded in 2010 betwke following parties: Australia,
Canada, the EU, Japan, South Korea, Mexico, Moroddew Zealand, Singapore,
Switzerland and the USA. The ratification of the BACLAgreement has not been successful
yet! It was rejected by the European Parliament in R20¢2 (EC Trade: Intellectual
Property, 2013). The EU, USA and South Korea wdr@aential parties to the contract.
Consequently, there was an understanding betwese fpartners concerning a higher level of
protection also in terms of enforcements(Bova, L., 2012).

Trademarks

With regard to trademarks, the EU-Korea FTA focusegegistration procedure and
exceptions to the rights conferred by a trademBith parties shall establish a publicly
available electronic database of trademark appbicat and trademark registrations.
Additionally, the reasons for refusal shall be cammated in writing. All limited exceptions
to the rights conferred by a trademark — such asrgsive terms — shall be used in a fair
manner (Art. 10.17 EU-Korea FTA). Additionally,réfers to other multilateral agreements —
under the FTA both parties are bound to comply i Trademark Law Treaty (1994), in
case of the Singapore Treaty on the Law of Tradesné2006) the parties shall make all
reasonable efforts to comply with it.

Compared to the above described trademark prowdsiorthe EU-Korea FTA, the
regulation of trademarks in the KORUS FTA is mowgeasive. It allows for trademarks
which are not visually perceptive — sound and soearks — to be registered (Art. 18.2.1)

The relationship between trademarks and geogrdpinideations (Gls) represents a
crucial conceptual question. In this context, theS.Utrade policy gives preference to
trademark protection, availing the owner of a reged trademark a right prevent all third
parties, including Gls right holders, from usingmtical or similar signs, where such use

® The Report, issued on 27th April 2007, is basetherfirst agreed wording of the FTA. Afterwardsere were
modifications with regard to the numbering.

" On October 5, 2012, Japan was the first signammmpe ACTA who deposited its instrument of accapéa
The ACTA shall enter into force 30 days followirtgetdeposit of the sixth instrument of ratificati@eceptance
of approval (for those signatories that deposihsarc instrument, in 2014 Special 301 Report).

8 This is an example of a renegotiated provisiorthasReport on the initial wording (ITAC-15) of tHeORUS
expresses regrets that the registration of scahtaand trademark sis not expressly stated, dwigdse of the
Dominican Republic-Central America-United State®e-rTrade Agreement (CAFTA-DR) signed in 2004
(USTR: CAFTA-DR, 2014). That shows the importartatthe USA attaches to this topic.
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would result in a likelihood of confusion. In caskeidentical signs, confusion is presumed —
also in case of Gls (Art. 18.2.4).

Secondly, the KORUS FTA regulates well-known tradeka. According to the
ITAC-15, the KORUS Agreement provides for the higfhlevel of protection of well-known
trademarks among the FTAs concluded prior to thee&io agreement. The well-known
marks are not required to be registered, included list or somehow qualify as well-known
trademarks. Moreover, if identical with or similao well-known trademarks, both
trademarks’ and GIs’ registration might be cance(l&rt. 18.2.8).

Patents

With regard to patents, the EU-Korea FTA at fiefeers to articles 1 through 16 of the
Patent Law Treaty (2000), stating that both padlesdl make all reasonable efforts to comply
with them. At second, the FTA also refers to theF&R documents related to the topic of
patents and public health. Additionally, the FTAoeessly regulates the topics of extension of
the duration of the rights conferred by patent,tgobon of data submitted to obtain a
marketing authorisation for pharmaceutical prodastsvell as plant protection products.

Generally speaking, patent regulation in the KORPFRA is meant to serve as
clarification as well as provision of additionalopection beyond the minimum standards set
in the TRIPS Agreement (ITAC-15). It confirms thatents are available for both products
and processes. Neither the EU-Korea nor KORUS gotles topic of compulsory licences.
The majority of patent-related provisions conceharmqmaceutical products that are further
discussed below.

Geographical indications

Geographical indications (Gls) identify a good agjioating in the territory of a
Member, or a region or locality in that territonyhere a given quality, reputation or other
characteristic of the good is essentially attriblgato its geographical origin (Article 22
TRIPS). They are meant to create value for locahroonities through products that are
deeply rooted in tradition, culture and geograplBC (Trade, 28.6.2013). The TRIPS
Agreement provides for two levels of protectiorargtard protection for agricultural products
and foodstuff pursuant to Art. 22 and enhanced eafled “Additional” protection for wines
and spirits pursuant to Art. 23 TRIPS. As highleghby the EC, the general protection under
Art. 22, from the EU’s point of view, provide indigient protection, as it there is a need to
show evidence of consumer confusion to preventuge of a Gl term, which might be
difficult when the true origin is indicated or whewlditional expressions such dge”,
“style’ or “kind” are used together with the protected indicatie@:(Agriculture, 25.6.2012).

The Gls constitute an important topic in the EUdEr&olicy. The EU not only strives
to include the topic into the FTASs, it also negtsa stand-alone agreements focusing
exclusively on Gls — for example with China (EC dea 27.5.2014). The Gls are also
mentioned in the Doha mandate for the current Dbkaelopment round of negotiations
within WTO: creating a multilateral register formeis and spirits; and extending the higher
(Art. 23) level of protection beyond wines and #&pir(WTO: TRIPS Gls, 2008).
Consequently, to summarize the objectives of thesET A negotiations regarding Gls: to
establish a list of Gls to be directly and inddgty protected in the given third country, to
obtain protection of Gls under Art. 23 to otherdguots than wines and spirits, to allow co-
existence with prior trademarks registered in gteth which also ensures that a prior trade
mark should not preclude later registration andtqmtion of a GI. Importantly, the EU

° Apart from the EU-Korea FTA, Gls are also includeth the EU’s recently concluded FTAs with Singeno
Colombia and Peru, in the Deep and Comprehensive With Ukraine or with Comprehensive Association
Agreement between the EU and Central America (E&fi@rGeographical indications, 28.6.2013).
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considers Gls as a right of use — as oppose tertrark licence system. (EC: Agriculture,
25.6.2012).

Interestingly, the Gls are, according to R. Valdesl R. Tavengwa (2012), the most
commonly included IPR in PTAs under their studye THU-Korea FTA expressly stipulates
that the recognition of geographical indications dgricultural products and foodstuffs and
wines shall lie on six fundamental elements (A.18 Par. 6): a register of Gls, an
administrative process verifying the origin of aegn GlI, control provisions, connection of a
name with a specific product or products, possibiif any operator to use a given Gl for
marketing a given product and last but not leasblajection procedure. Both parties have
mutually declared that their respective provisigoserning GI&° are in compliance with
these elements listed above. Afterwards, both gmrtindertake to protect a list of Gls
enumerated in the Annexes 10-A and 10-B therets Ahnex consists of two separate lists —
one for agricultural products and foodstuffs anel second one for wines, aromatised wines
and spirits. The express enumeration covers botteras well as its transcription into Korean
alphabet (or transcription into the Latin alphainetase of Korean GlIs). The first list include
60 European Gls, e.g.: Prosciutto di Parma, Szegedidmi, Gorgonzola, Feta, Tiroler Speck
or Bayerisches Bier andeské pivd! and 63 Korean Gls ranging from types of tea, agple
garlic or seasoning to specific types of meat. Ammex 10-B focuses on Gls for wines,
aromatised wines and spirits and anchors prote¢tio@5 EU Gls (e.g. and for one Korean
spirit (Jindo Hongju). The list does not includé@ls protected in the EU. According to the
EC, the EU strives to include into the FTAs thods @ames, which are likely to be usurped
on a specific market and/or for which there is enmick of an economic interest or potential
development (EC: Agriculture, 25.6.2012).

As highlighted by W. H. Cooper (2010), the provismon Gls in the EU-Korea FTA
have spurred concern among the U.S. dairy produedrs were afraid that the EU’s Gls on
various cheeses in the South Korean market coulérgnt the sale of the U.S. generically-
labelled cheeses. Afterwards, the members of th®. dongress urged the USTR to
investigate whether implementation of the provisiari the EU-Korea may impede rights
arising out of the KORUS Agreement (Cooper, W.2910).

The KORUS FTA offers only a limit interest to thapic, geographical indications are
eligible for protection as trademarks (TM), whigflects the U.S. system. The consequences
of the GI — TM relation have been discussed abo\be part devoted to Trademarks.

Pharmaceutical products and medical devices

Both FTAs stress the importance of pharmaceuticadycts and medical devices and
thus devote express provisions to this topic. Aglighted by the EC, the pharmaceuticals
products and medical devices are two of the EU'stnmaportant and competitive exporting
industries, generating a yearly trade surplus ef &/60 billion and employing more than one
million workers in the EU (EC: The EU-Korea Freeade Agreement in practice, 2011).
Trade-related aspects of patent and trademark giimteof pharmaceuticals and medical
devices are therefore crucial for the European strigiu Consequently, the EU-Korea FTA
provides for express provisions covering the Transpcy provisions for setting in particular
pricing and reimbursement policies in Annex 2-D.

19 Agricultural Products Quality Control Act in Souktorea and Council Regulation (EC) No 510/2006 hviti
implementing rules, for the registration, contraldaprotection of geographical indications of agitietal
products and foodstuffs in the European Union, @oadncil Regulation (EC) No 1234/2007 on the common
organisation of the market in wine.

1 As for Czech Gls, those include four kinds of b@&eské pivo, Bugovické pivo, Budjovicky megtansky
var, Ceskobudjovické pivo) and one name of hops (Zatecky chmel).
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In the field of intellectual property rights, theUEKorea FTA provides for the
extension of the duration of the rights conferrgd gatent protection for pharmaceutical
products and plant protection products (Article3B).and for supplementary protection
certificates (10.35). Those are meant to compernsgtntees for the time spent on obtaining
marketing approval of pharmaceuticals and is awshfdea period of five years in extension
of the patent above the twenty-year patent duratime undisclosed information, also
important to the pharmaceutical industry, ensuhesprotection for ten years for results of
clinical trials.

Similarly, the KORUS FTA provides for patent terestoration (Art. 18.8.6 ), data
exclusivity for five years for pharmaceuticals aeth years for agricultural products (Art.
18.9.1) and patent linkage (Art. 18.9.5). With nego patent term restoration, the KORUS
FTA differentiate between compensation for unreabtan delays that occur in granting the
patent and a specific case of pharmaceuticals, evtier patent term might be restored as a
compensation for unreasonable curtailment as dtresumarketing approval process. The
patent linkage links market approvals for generiggd to the status of patents corresponding
to the originator's product. Based on the KORUS Fiirfarket approval for generics shall
only be granted upon the consent of the patente®(R012). Therefore, the Korea Food and
Drug Administration (KFDA) published a so calledrégn list” of patents associated to drug
products (EPO, 2012). It is similar to the “Oradmok” in the USA (U.S. FDA, 2013).

Other provisions
a. Exhaustion

Concerning the exhaustion of rights, the EU-Kor@# [expressly repeats what has been
already agreed in the TRIPS Agreement: The Pastiedl be free to establish their own
regime for the exhaustion of intellectual properghts (Art. 10.4). The KORUS Agreement
does not include a provision devoted to the exlhaust rights.

b. Plant breeders’ rights and new plant varieties

The EU-Korea FTA regulates only the issue of neanplvarieties (Art. 10.39). Each
Party undertakes to provide for the protection @np varieties and to comply with the
International Convention for the Protection of N®arieties of Plants (UPOV, 1991). The
UPOV has currently 71 signatories; the EU, Southeldaas well as the USA have acceded
thereto (WIPO: UPOV Signatories). The KORUS Agreetmdoes not include a specific
provision on either plant breeders’ rights or ndanpvarieties. However, among the general
obligations, the signatories undertook to accedeth® above mentioned international
convention that both parties comply with.

c. Traditional knowledge, folklore and genetic resoures

Traditional knowledge, folklore and genetic res@grecepresent a category which is not
regulated by the TRIPS Agreement. Even though tioengtitute three distinct topics, they are
often referred to together (Valdes, R. and Tavendwa 2012). The EU-Korea agreement
expressly regulates all three topics in the Artit0240. The content of the article is rather
subnormal. At first, parties undertake to respgmteserve and maintain knowledge,
innovations and practices of indigenous and locaimunities embodying traditional
lifestyles, however, this obligation is stated sabjto their respective legislation. Afterwards,
the parties refer to the ongoing discussion ontdipé in both the WTO and the WIPO and
with regard to the Convention on Biological Divéys([CBD). In conclusion, they undertake,
upon the conclusion of above referred discussioiisugpon a request of any party, to review
this particular article in the Trade Committee. Trevisions of the EU-Korea on this issue
correspond with the EU’s endeavours on the mudtiEtplatform within the WTO (WTO:

8
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TN/C/W/52, 19.7.2008). On the other hand, the KORXI& does not mention any of these
topics. Expressing folklore is only included in tHefinition of a performer with regard to
rights related to copyright (Art. 18.6.5.d), proygithat these topics do not represent a priority
to the U.S. Trade Policy.

Referral to Other International Treaties

As obvious from the above mentioned facts, bil&téfBAs often refer to previous
multilateral international agreements concludedmt® the given FTA. They either stress or
reaffirm that both parties are obliged to complyhnan agreement they have already become
parties to or they expressly provide for an oblmgato ratify an agreement or basically to
comply with the provisions. Understandably, the FRIAgreement is the most commonly
mentioned agreemetft.

The KORUS FTA states in the beginning of the Chajt® (Art. 18.1) that the
signatories are obliged to ratify or accede to libe of enumerated ten multilateral IPR
treaties. Additionally, three agreements are stateith the parties shall take all reasonable
efforts to ratify or accede t3.Also the EU-Korea FTA often refers to other mutional
treaties, however, it does not include one intréalyclist, rather referring to separate treaties
based on their subject-matter. Therefore, for exartige chapter on Patents is rather short,
stating the obligation to comply with articles Xdtigh 16 of the Patent Law Treaty (2000,
Art. 10.33).

Enforcement of intellectual property rights

As highlighted above, one of two main objectivéshe EU-Korea FTA is to achieve
an adequate and effective level of protection amidreement of IPRs (Art. 10.1 b). The
protection of intellectual property rights itsedfmot a sufficient tool for entrepreneurs, should
there be insufficient means to enforce their rigBisilarly, as the Doha Development round
of negotiations does not cover the topic of IPReeement, the USA explicitly considers the
FTA process generally suitable to improve and gtiteen enforcement obligations with a
goal of having them adopted on a global basis. Hewedhe question of enforcement is rather
controversial among the general public as well m®ray governments who are generally
reluctant to accept specific obligations in theddi(ITAC-15).

Concerning IPRs enforcement, South Korea is esfyr@sentioned as an example of a
positive advancement by the U.S. 301 Special Reqir**. Korea was initially included in
the first 301 Special Report from 1989, howeveg, ¢buntry‘has transformed itself from a
country in need of intellectual property rights emiement into a country with a reputation
for cutting-edge innovation as well as high-qualitygh-tech manufacturing{2014 Special
301 Report). Additionally, South Korea is givenaasexample of a country with state-of-the-
art standards of IPRs protection and enforcement.

The issue of enforcement of IPRs is to be divid®d the following categories:
general obligations, civil and administrative pridgees and remedies, criminal procedures
and remedies and special requirements relatedaxmbomeasures.

2 For example, the Parties reaffirm their commitreamder the TRIPS Agreement, and in particular Rirt
with regard to enforcement of intellectual propeights.

2 The Patent Law Treaty (2000) — USA ratified on t8epber 18 2013 and South Korea having not acceded
yet, the Hague Agreement Concerning the InternatiB®egistration of Industrial Designs (1999) — $okibrea
acceded on March 312014, coming into force on July’land the USA having not acceded yet, and the
Singapore Treaty on the Law of Trademarks (2008)5A ratified on March 18 2009 and South Korea having
not acceded yet (WIPO-Administered Treaties, 2014).

14 The Report is prepared by the Office of the U.BadE Representative and serves as a tool to eetitiose
countries that lack sufficient IPRs protection amdnforcement. The name of the Report refersdoitticle of

the Trade Act of 1974.
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a. General obligations

Among the general enforcement provisions, the EWeKd-TA focuses on the issue of
evidence. The judge may order the submission ofkibgnfinancial and commercial
documents (Art. 10.43). Additionally, the FTA regtds provisional measures for preserving
evidence (Art. 10.44).

The KORUS Agreement stipulates a presumption afetrgark and patent validity in civil
and administrative and also in criminal proceedihgs trademarks. Additionally, patent
claims are presumed to be valid independently loéropatent claims (Art.18.10.3.). Last but
not least, the KORUS highlights, among general igious, the importance of publicity —
both of judicial decisions and administrative rgbnon the matter and statistical information
on IPRs enforcement.

b. Civil and Administrative Procedures and Remedies

The provisions governing civil proceedings focusdamages. As for the compensation of
trademark counterfeiting, the KORUS FTA states thatright holder shall be compensated
for the damages suffered or for the infringer’sfpso(Art. 18.10.5.a). As stressed by the
Report of ITAC-15, this provision is less robustmymared to provisions agreed in the FTA of
the USA and Oman which allow for both types of cemgation at the same time. The EU-
Korea FTA, however, focuses on statutory damagasing that it remains a signatories’
possibility to set pre-established damages whictl sle available at the election of the right
holder (Art. 10.50).

The KORUS Agreement is strict when it comes to asph of counterfeited products. As
oppose to the U.S.-Chile FTA or CAFTA, it does atiow donating trademarked goods to
charity, giving preference to destruction (ITAC-18)Similarly, the EU-Korea agreement
ensures, upon the other party’s request, correatigasures in a form of destruction goods in
order to definitely remove them from commercial s (Art. 10.47). Additionally, the
KORUS FTA regulates the payment of court costs feed as well as reasonable attorney’s
fees in case of wilful trademark counterfeiting {(Alr8.10.7).

Concerning the procedural matters, the KORUS FTAndates courts to order the
infringer to identify other accomplices, suppli@rsd other third parties. Secondly, the judge
is entitled to fine, detain or imprison a partytte litigation as well as a counsel, expert
witness or other persons subject to the courtisguction. With regard to international trade,
the KORUS FTA entitles courts to order a party tmpsinfringing activity with regard to
imports and exports.

c. Special Requirements Related to Border Measures

The EU-Korea FTA stresses the importance of bard=asures in enforcement of IPRs. A
right holder shall be entitled to lodge an applmatin writing for the suspension by the
custom authorities of suspected goods. Even mpoithis application, custom authorities shall,
if there is any suspicion at their side, susperedrdiease of the goods or detain them (Art.
10.67). The KORUS FTA provides for measures upgplieation as well as investigations
ex officio (Art. 18.10.22). Following the EU-KoreaTA, the Korean Customs Act was
amended, expanding the scope of boarder protetdigmohibit export and import of goods
infringing the Gls (applied as of July' 2011) and patent and design protection (as of fuly
2013;in Lee, J.J., 2011).

d. Criminal enforcement of intellectual property rights
The criminal enforcement of IPRs was exempted ftbenprovisional application of the
EU-Korea FTA by the Union (Art. 3). Thereunder, ttreminal punishment has to be applied

15 The simple removal of the trademark unlawfullyetl shall not be sufficient to permit the releaseoods
into the channels of commerce (18.10.9 c) KORUS).
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at least in wilful trademark counterfeiting (Art0.54) which repeats the provisions of the
TRIPS Agreement (Art. 61). With regard to Gls amgigns, the EU and South Korea should
only consider establishing criminal liability (Art0.55). Interestingly, the criminal liability is
obligatorily applied also towards legal entitiesofdover, the criminal enforcement shall also
apply to the case of aiding and abetting (Art. ID.3enalties shall include sentences of
imprisonment and/or monetary fines (Art. 10.58) thgain reflects the wording of the TRIPS
(Art. 61). The EU-Korea further expressly statest tine rights of third parties shall be duly
protected and guaranteed.

The provisions on criminal enforcement of IPRshia KORUS FTA are similar to those
described above in the case of the EU. Therefore KORUS FTA also to a certain extent
repeats the wording of the TRIPS Agreements. Howeleexpressly adds that wilful
importation and exportation of counterfeit or pagitgoods shall be treated as unlawful
activities subject to criminal penalties (Art. 18)2 Additionally, there is no disjunctive
relation between imprisonment and monetary fineayihg signatories obliged to include
both in their legislature. Moreover, the KORUS alsmuires criminal procedures and
penalties to be applied in cases of knowing trkiifig in counterfeit labels or illicit labels
(Art. 18.27).

Conclusions

As for the beginning, the EU-Korea and the KORU®AE are, regarding the
intellectual property rights, similar, as they baiffier complex regulation on the topic going
beyond the minimum standard of IPRs protectiorh@é TRIPS Agreement. That is related to
the fact that both the EU and the USA conside®h& process as a crucial tool in enhancing
IPR protection globally, once there has been noifstgnt progress on the multilateral basis.
The EU, USA and South Korea nowadays all repredeveloped countries that are willing to
incorporate a high level of IPRs protection.

There are many overlapping provisions, such asethetated to pharmaceutical
products. Nevertheless, the detailed analysis stiaaeene differences. Generally speaking,
the KORUS Agreement is more complex, often not eapeating minimum provisions of the
TRIPS, but also adding significant substantive @& as procedural details, such as in the
case of criminal proceedings or patent regulatfmillustrated with the destiny of the ACTA
Agreement, the issue of criminal proceedings i®mtroversial topic among general public
especially in the European Union. As proved abeven though both KORUS and EU-Korea
FTAs do not proceed far beyond the minimum standatdin Art. 61 TRIPS, the KORUS
FTA is nevertheless more extensive.

Based on the subject-matter analysis in part twds iobvious that the greatest
differences lie within the category of geographicdaications. Incorporation of an express list
of EU’s Gls protected on the South Korean markdtfy an extensive coverage of European
types of cheese, has spurred inquiries of the Gdhgress regarding the interests of U.S.
dairy producers exporting generically-labelled pratg. This issue is related to the conceptual
understanding of the Gl — Trademark relationshipheYéas the EU strives to achieve
complex protection for the EU’s Gls, the USA givefprence to trademarks.

The EU and the USA have been presently negotiatingade and investment
agreement between each other, referred to as Th@ns$atlantic Trade and Investment
Partnershig or the “TTIP". Generally speaking, both countries strive tomtein a high level
of protection of intellectual property rights. Théare, there should not be any significant
disagreement in this field of negotiations. Neveless, U.S. and EU companies are close
competitors in a number of sectors and industr€soper, W.H., 2010) Thus, both
negotiators should bear in mind the above discussege of the non-discrimination principle
in the TRIPS Agreement.
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As highlighted by the EC (EC, 14. 6. 2013), the &l the USA do not intend to
harmonise their legal systems; they rather aindémtify a number of specific issues where
divergences will be addressed. From the EU’s poiiniiew, that concerns foremost the GIs.
In the negotiations, the EU therefofmtend[s] to present specific ideas for ensuring
adequate protection of Gls‘That corresponds with the standpoint of the EWhim current
Doha Development Round of negotiations within th&@ @Vwhich is comprised in the
document referred to adDraft Modalities for TRIPS related isstie@NVTO: TN/C/W/52,
19.7.2008). It proposes not only the register fas Gut also two additional topics:
TRIPS/CBD disclosure — requiring that patent ampite disclose the origin of genetic
material and traditional knowledge used in theieimtions® — and extension of special
provision on Gls for wines and spirits on all protuincluding the discussed register. The
USA as well as South Korea are not among counsigsed below the proposed Draft of
Modalities.

Last but not least, what finally agreed in the T,ThBth partners would have to grant
also to all other members of the WTO. That includs® for example the above discussed
case of South Korea, or China or Russia or the oagapan with whom the EU launched
negotiations for a Free Trade Agreement ofi @arch 2013 (EC Trade: Japan, 7.5.2014).

1% This topic is related to the UN Convention on Bigital Diversity (CBD).
12
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